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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1^5 is/are pending in the application. 
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6) ^ Claim(s) 1^5 is/are rejected. 

7) D Claim(s) is/are objected to. 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 29 January 2002 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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1 .3 Certified copies of the priority documents have been received. 
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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Japan on January 30, 2001. It is noted, however, that applicant has 
not filed a certified copy of the 2001-021699 application as required by 35 

U.S.C. 119(b). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Sutoo et 
al. ("Quantitative mapping analyzer for determining the distribution of neurochemicals in 
the human brain"), (hereinafter Sutoo) 

Regarding Claim 1: Sutoo discloses a tissue mapping method comprising placing a 
tissue sample (brain slice) on a stage (motorized scanning stage), measuring 
information (measured fluorescence intensity) at a plurality of points (microareas) on the 
sample using a measuring device (photometer) while moving the stage two- 
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dimensionally, inputting signals measured by the measuring device to a memory (host 
computer) and storing the signals therein, and creating a tissue map (displayed 
quantitatively as a color or monochromatic image) by obtaining two-dimensional 
information of the sample from the memory (p. 162, Section 2.1 Overview, second 
paragraph), 

wherein, after reacting a reagent A specific to a substance A 
(immunohistochemically stained for a first substance) with the tissue sample (brain 
slice) to be mapped, a distribution image of the reaction, areas of the reagent A is 
created by scanning the sample in the two-dimensional directions, and subsequently, 
after reacting a reagent B' specific to a substance B (stained again for the second 
substance) with the same sample (same brain slice), a distribution image of the reaction 
areas of the reagent B' is created by scanning the sample in the two-dimensional 
directions, wherein these steps are repeatedly performed a necessary number of times, 
thereby creating distribution images of the reaction areas of different types of reagents 
on the same sample (p. 165-166, Section 3.1 Hardware operation, third paragraph). 

Regarding Claim 2: Sutoo discloses the tissue mapping method according to claim 1 , 
wherein the reagent is an antibody or an antibody labeled with a fluorescent substance 
[The immunohistochemically staining is done with an antibody labeled with a fluorescent 
substance p. 167, Section 4.2 Immunohistochemical staining). 
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Claim Rejections • 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sutoo. 

Regarding Claim 3: Sutoo discloses a tissue map analyzer comprising: 

a measuring device (photometer) for measuring information at one point on a 
tissue sample [The fluorescent intensity is measured at the point which is illuminated by 
an excitation beam (p. 162, Section 2.1 Overview, second paragraph, lines 3-9).], 

a stage which moves two-dimensionally with the sample being placed thereon 
[The brain slice is placed on a motorized scanning stage which moves in x and y 
directions (p. 164, Section 2.4 Scanning stage).], 

a memory for storing information concerning coordinates and signal intensities at 
a plurality of points on the sample to which measured signals from the measuring 
device are input while moving the stage (p. 165, Section 3.1 Hardware operation, 
paragraph 2, lines 1-4), 
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a processor for calculating analytical values of the data stored in two different 
divisional memories [The difference between the first and second sets of data is 
calculated (p. 165, Section 3.1 Hardware operation, third paragraph, lines 10-12).], and 

an image processor for creating a distribution image of each reagent based on 
the data stored in each divisional memory in the memory and creating a distribution 
image based on the analytical values calculated by the processor (p. 165, Section 3.1 
Hardware operation, third paragraph, lines 10-12). 

Sutoo does not disclose a plurality of divisional memories provided in the 
memory, each of which stores data on distribution of the reaction areas of each reagent 
reacted with the same tissue sample obtained by scanning the sample in the two- 
dimensional directions. However the examiner takes official notice that one of ordinary 
skill in the art would find it obvious to modify Sutoo's system to store distribution data on 
divisional memories within the host computer instead of external memories (p. 165, 
Section 3.1 Hardware operation, second paragraph, lines 1-7). One would be motivated 
to make this modification because the data is saved after each measurement is 
performed (see Figure 5). Furthermore, the reason cited for using external memories is 
because of limited internal memory, which suggests that divisional memories may be 
added to the internal memory (p. 165, Section 3.1 Hardware operation, second 
paragraph, lines 1-7). 
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Regarding Claim 4: Sutoo discloses the tissue map analyzer according to claim 3, but 
does not disclose the divisional memories. As explained with regards to claim 3, the 
examiner takes official notice that it would be obvious to one of ordinary skill in the art to 
modify Sutoo' s system to use a separate provisional memory for storing data on the 
distribution of the reaction areas of separate reagents. Sutoo discloses storing each 
distribution separately since the data is transferred automatically after each analysis (p. 
165, Section 3.1 Hardware operation, second paragraph, lines 1-7). It would be obvious 
to one of ordinary skill to replace the external storages with internal divisional storages. 
Furthermore, the reason cited for using external memories is because of limited internal 
memory, which suggests that divisional memories may be added to the internal memory 
(p. 165, Section 3.1 Hardware operation, second paragraph, lines 1-7). 



Regarding Claim 5: Sutoo discloses the tissue map analyzer according to claim 3 or 4, 
further comprising: 

a sample positioning means for positioning the same tissue sample at a specific 
position of the stage [The area of the sample to be measured can be entered into the 
system controller (p. 165, Section 3.1 Hardware operation, lines 1-3).]. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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• Rava et al. (PN 5,201 ,31 8) is cited for teaching generating spectral 
infromation from laser induced fluorescence of tissue. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Craig W. Kronenthal whose telephone number is (571 ) 
272-7422. The examiner can normally be reached on 8:00 am - 5:00 pm / Mon. - Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (571 ) 272-7414. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



